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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1 and 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hamzehdoost et al., US patent No. 5,371,321 in view of Loeffler et al. US patent 
No. 5,838,074. 

Regarding claims 1 and 9, Hamzehdoost teaches (fig. 2) an encapsulated chip 
assembly comprising (refer to fig. 2): a flexible baseplate (52, layer 52 can be molded 
plastic, glass epoxy etc that are flexible material, col. 4, lines 42-50), a chip (56) 
attached to the baseplate in such a way that its contact surfaces (the top surface of 56) 
face away from the baseplate (52), a layer (76) of a conductive material applied to the 
baseplate (52) and arranged around the chip (56) and having a support surface facing 
away from the baseplate (52) (the top layer of 76 supports the structures above it, 
therefore layer 76 has a support surface facing away from the base plate), which is at 
least as high as the surface of chip (56), a flexible cover plate (68, the cover plate 68 is 
formed of metal that is inherently flexible, col. 4, lines 63-67) arranged on the layer of 
conductive material (76), whose one side, opposing the chip (56), being provided with 
one or more conductive surfaces (70,72), which are arranged in such a way that they 
form an electrical connection between the chip (56, col. 5, lines 7-25) and the layer of 
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conductive material (76), the support surface of the layer (76) serving as a support for 
the cover plate (68). 

Hamzehdoost does not explicitly teach a transponder chip or the chip comprises 
a transponder. 

Loeffler teaches that a transponder can be integrated as an IC device 
(transponder IC, col. 3, lines 16-23). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the transponder device taught by Loeffler in the 
structure of Hamzehdoost in order to package a transponder device that is integrated 
with an integrated circuit. 

The limitation that the conductive material applied to the baseplate and arranged 
around the transponder chip to form an aerial occupying a relatively large surface area 
as compared with the transponder chip so as to provide pressure-relief for the 
transponder chip is not given patentable weight because a recitation of the intended use 
of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. In a claim drawn to a process of making, the intended use must result 
in a manipulative difference as compared to the prior art. See In re Casey, 370 F.2d 
576, 152 USPQ 235 (CCPA 1967) and In re Otto, 312 F.2d 937, 939, 136 USPQ 458, 
459 (CCPA 1963). Furthermore the combined structure of Hamzehdoost and Loeffler 
teaches an empty space (54, Hamzehdoost) that is surrounded by the conductive layer 
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(76, Hamzehdoost) is capable providing a relatively large surface area as compared 
with the transponder chip so as to provide pressure-relief for the transponder chip. 
Furthermore the combined structure Hamzehdoost and Loeffler teaches a transponder 
that is integrated as an IC device. Since a transponder in general is equipped with an 
antenna structure, the combined structure of Hamzehdoost and Loeffler would 
inherently have an aerial that is made of a conductive material. 

Regarding claims 7-8, Hamzehdoost teaches substantially the entire claimed 
structure of claim 1 above except explicitly stating that the height of the chip is so low 
that it is rendered flexible or has a thickness of less than 50 micrometer. Since most 
integrated circuits use silicon Hamzehdoost teaches a chip that consists mainly of 
silicon. 

Furthermore parameters such as height in the art of semiconductor 
manufacturing process are subject to routine experimentation and optimization to 
achieve the desired device characteristics during fabrication. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to adjust the height of the IC of Hamzehdoost as claimed in order 
to form a device that is easily packaged 

3. Claims 2-5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Hamzehdoost, Loeffler and in view of Nakaoka et al. US patent No. 6,583,512. 

Regarding claim 2, Hamzehdoost teaches substantially the entire claimed 
structure of claim 1 above except explicitly stating that the chip is surrounded by a filler 
material that fills the open space between the baseplate and the cover plate. 
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Nakaoka teaches the use of a filler material (30, col. 1 1 , lines 64-67) in order to 
fill the space between the semiconductor devices (fig. 8c). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the filler material taught by Nakaoka in the structure 
of Hamzehdoost in order to further seal the device. 

Regarding claim 3, Hamzehdoost teaches substantially the entire claimed 
structure of claims 1 and 2 above including further comprising an electrically conductive 
glue (74), which is to establish both the electrical and the mechanical connections 
between the contact surfaces of the chip (56) and of the cover plate (68). 

Regarding claim 4, Hamzehdoost teaches substantially the entire claimed 
structure of claims 1 and 2 above including further comprising an anisotropically 
conductive film (30, col. 11, lines 64-67, Nakaoka) (ACF), which serves to establish both 
an electrical and a mechanical connection between the contact surfaces of the chip and 
the conductive surface. 

Regarding claim 5, Hamzehdoost teaches substantially the entire claimed 
structure of claims 1 and 2 above including the filler material consists of the 
anisotropically conductive film (col. 11, lines 64-67, Nakaoka). 

Response to Arguments 
4. Applicant's arguments filed 4/22/05 have been fully considered but they are not 
persuasive. Applicant argues that the prior art reference by Hamzehdoost does not a 
transponder chip assembly including a flexible baseplate and a flexible cover, and 
including a layer of a conductive material applied to the baseplate and arranged to 
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around the transponder chip to form an aerial occupying a relatively large surface area 
as compared with the transponder chip so as to provide pressure-relief for the 
transponder chip. As shown above the limitation that the conductive material applied to 
the baseplate and arranged around the transponder chip to form an aerial occupying a 
relatively large surface area as compared with the transponder chip so as to provide 
pressure-relief for the transponder chip is not given patentable weight because a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) and In re Otto, 
312 F.2d 937, 939, 136 USPQ 458, 459 (CCPA 1963). Furthermore the combined 
structure of Hamzehdoost and Loeffler teaches an empty space (54, Hamzehdoost) that 
is surrounded by the conductive layer (76, Hamzehdoost) is capable providing a 
relatively large surface area as compared with the transponder chip so as to provide 
pressure-relief for the transponder chip. Furthermore the combined structure 
Hamzehdoost and Loeffler teaches a transponder that is integrated as an IC device. 
Since a transponder in general is equipped with an antenna structure, the combined 
structure of Hamzehdoost and Loeffler would inherently have an aerial that is made of a 
conductive material. 
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Conclusion 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel A. Gebremariam whose telephone number is 
(571) 272-1653. The examiner can normally be reached on 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eddie Lee can be reached on (571) 272-1732. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

SAG Sfc 



June 25, 2005 




